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DETAILED ACTION 
Notice to Applicant 

[1] This communication is in response to the patent application filed 20 December 2001 . The 
IDS statement filed 20 December 2001 has been entered and considered. Claims 1-20 are 
pending. 

Claim Objections 

[2] Claim 20 objected to because of the typographical error "the method according to claim 
19 (claim 20, line 1). The examiner assumes the applicant's intention is to direct the claim to the 
system of claim 19 rather than a method. For purposes of applying art, the examiner will treat the 
claim accordingly below. However, appropriate correction is recommended. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

[3] Claims 1-3 and 17-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Johnson et al., (United States Patent #6,826,541). 

[A] As per claim 1, Johnson et al teaches a method of facilitating a user's selection of a health 
plan from a plurality of available health plans, said method comprising steps of: a. providing a 
rating for each of a plurality of attributes for each health plan of the plurality of available health 
plans (Johnson et al.; col. 5, lines 36-45, col. 9, lines 14-19, and col, 17, lines 42-60); b. 
determining the relative importance of each of the plurality of attributes to the user (Johnson et 
al.; col. 10, lines 3-10 and col. 10, lines 30-56); and c. computing a score for each health plan of 
the plurality of available health plans based on the relative importance of each of the plurality of 
attributes to the user in comparison to the rating for each of the plurality of attributes of each 
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health plan of the plurality of available health plans (Johnson et al.; col. 11, lines 37-61 and Fig. 
3), said score being computed according to scoring rules (Johnson et al.; col. 1 1, lines 37-61 and 
col. 13, lines 44-67). 

[B] As per claim 2, Johnson et al teaches a method wherein the rating for each of a plurality 
of attributes for each health plan of the plurality of available health plans is a rating from the 
group consisting of: a. an above average rating, b. an average rating, and c. a below average 
rating (Johnson et al.; col. 2, lines 35-41, col. 3, lines 39-46) 

NOTE: While Johnson et aL, does not use the specific terminology employed by the applicant, 
Johnson et al., requires users to: 1) select plan attributes that are of any importance at all to the 
user (Johnson et aL; col. 2, lines 35-37 and col. 10, lines 3-15) and 2) rate the importance of each 
attribute on a scale of 1-5 (Johnson et al.; col. 3, lines 39-46 and col. 10, lines 30-40). The 
examiner interprets the 1-5 scoring system of Johnson et al., as encompassing the applicant's 
limitations of "below average, average, and above average" (i.e., below average=l, average=3, 
and above average=5). 

[C] As per claim 3, Johnson et al., teaches a method wherein the relative importance of each 
of the plurality of attributes to the user is a measure of relative importance from the group 
consisting of: a. an above average importance, b. an average importance, and c. a below average 
importance (Johnson et al.; col. 2, lines 32-59 and col. 10, lines 30-59). 
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NOTE: While Johnson et al., does not use the specific terminology employed by the applicant, 
Johnson et al. scores the relative importance of each plan attribute on a scale of -4 to +4 (Johnson 
et al.; col. 13, lines 1-43). Further, the Johnson et al., is "not limited to any particular scale for 
rating user preferences" (Johnson et al.; col. 13, lines 44-46). The examiner interprets the 
teachings of Johnson et al., to produce scores associated with each plan attribute that equate to 
the applicant's limitations of "above average, average, and below average", i.e., attributes are 
assigned scores, represented in numerical figures (-4 to +4) that equate to above average, 
average, and below average ratings. 

[D] As per claim 17, Johnson et al. teaches a computer implemented system for facilitating a 
user's selection of a health plan from a plurality of available health plans, said system 
comprising: a. a database including a rating for each of a plurality of attributes for each health 
plan of the plurality of available health plans (Johnson et al.; col. 7, lines 1-14 and col. 10, lines 
3-29) b. means for determining the relative importance of each of the plurality of attributes to the 
user (Johnson et al.; col. 10, lines 3-57); and c. means for computing a score for each health plan 
of the plurality of available health plans based on the relative importance of each of the plurality 
of attributes to the user in comparison to the rating for each of the plurality of attributes of each 
health plan of the plurality of available health plans, said score being computed according to 
scoring rules (Johnson et al.; col. 1 1, lines 37-61 and Fig. 3). 

[E] As per claim 1 8, Johnson et al. teaches a system wherein the rating for each of a plurality 
of attributes for each health plan of the plurality of available health plans is a rating from the 
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group consisting of: a. an above average rating, b. an average rating, and c. a below average 
rating (Johnson et al.; col. 2, lines 33-59, col. 7, lines 1-14, col. 11, lines 56-61 and Fig. 5 *see 
analysis claim 2). 



[F] As per claim 19, Johnson et al. teaches a system wherein the relative importance of each 
of the plurality of attributes to the user is a measure of relative importance from the group 
consisting of: a. an above average importance, b. an average importance, and c. a below average 
importance (Johnson et al.; col. 2, lines 32-59, col. 7, lines 1-14, and col. 10, lines 30-59 *see 
analysis claim 3). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all . 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

[4] Claims 4-10 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson et al. 
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[A] As per claim 4, Johnson et al. teaches a method wherein the scoring rules include: a. 
assigning each health plan a starting score (Johnson et al.; col. 17, lines 23-60), b. for each 
attribute having a below average relative importance, maintaining the score of each health plan 
for the attribute (Johnson et aL; col. 17, lines 1-60), c. for each attribute having an average 
relative importance, i. increasing by a first determined amount the score of each health plan 
having a rating of above average for the attribute (Johnson et al.; col. 13, lines 44-62 and col. 17, 
lines 24-60), ii. maintaining the score of each health plan having a rating of average for the 
attribute (Johnson et aL; coL 13, lines 44-62 and col. 17, lines 24-60), and iii. decreasing by a 
second determined amount the score of each health plan having a rating of below average for the 
attribute (Johnson et aL; col. 13, lines 44-62 and coL 17, lines 24-60); and d. for each attribute 
having an above average relative importance, i. maintaining the score of each health plan having 
a rating of above average for the attribute (Johnson et aL; coL 13, lines 44-62 and col. 17, lines 
24-60), ii. decreasing by a third determined amount the score of each health plan having a rating 
of average for the attribute (Johnson et aL; col. 13, lines 44-62 and col. 17, lines 24-60), and iii. 
decreasing by a fourth determined amount the score of each health plan having a rating of below 
average for the attribute (Johnson et al.; col. 13, lines 44-62 and coL 17, lines 24-60). 

[i] Johnson et aL, does not specifically disclose a starting score, the Johnson method uses 
summed "computed importance" values to arrive at the cumulative "total utility score" for each 
plan (Johnson et aL; col. 17, lines 42-51). Accordingly, the examiner's interpretation of Johnson's 
teachings are that each plan is, indirectly, assigned an initial score of zero prior to user selection 
of required or optimal attributes and user assessment of importance of plan attributes. Johnson et 
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al. further teaches that the Johnson et al., invention is not limited to using any particular scale for 
rating user preferences (Johnson et al.; col. 13, lines 44-48). As noted above, Johnson et al., 
awards points or scoring values to a plan having attributes that are identified as important to the 
user, accordingly, each plan is differentiated by the cumulative score with the best fit plan 
attaining the highest positive score (Johnson et al.; col. 17, lines 43-60). Where Johnson et al. 
appears to differ fi-om the instant application is that Johnson et al. does not decrease the overall 
score or detract points awarded to a plan lacking in a given attribute but rather awards fewer or 
zero points to the plan. However, the examiner is interpreting the above noted teachings of 
Johnson et al., particularly with regard to flexibility in scale, to indicate that all that would be 
required to change the Johnson invention to meet the requirements/limitations defined by the 
present application would be to pick a mid-range positive starting score for each plan, as opposed 
to starting each plan at 0. Accordingly, the examiner views the teachings of Johnson et al. as 
encompassing the applicant's limitations of increasing or decreasing the plan score depending on 
strengths and weakness of each plan with respect to weighted or important attributes. 

[ii] It would have been obvious to one of ordinary skill in the art at the time the invention 
was made that the Johnson et al., invention is not limited to using any particular scale for rating 
user preferences (Johnson et al.; col. 13, lines 44-46), and accordingly, Johnson's rating 
system/method could have been modified to accommodate a user design choice such as 
establishing the initial starting scores of each of the available health plans at a mid-range positive 
score rather than starting each score at zero, as is taught in Johnson's exemplary embodiment. 
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[B] As per claim 5, Johnson et al. teaches a wherein the first determined amount equals the 
second determined amount (Johnson et al.; col. 13, lines 44-62 and col. 17, lines 24-60), and the 
second determined amount equals the third determined amount (Johnson et al.; col. 13, lines 44- 
62 and col. 17, lines 24-60), and the third detemiined amount is less than the fourth determined 
amount (Johnson et al.; col. 13, lines 44-62 and col. 17, lines 24-60). 

[C] As per claim 6, Johnson et al. teaches a method further including a step of sorting the 
plurality of available health plans according to the score computed for each of the plurality of 
available health plans (Johnson et al.; col. 1 1, lines 56-61). 

[D] As per claim 7, Johnson et al. teaches a method further including a step of calculating 
estimated total co-payment amounts for a determined period of time for at least two health plans 
from the plurality of available health plans (Johnson et al.; col. 10, lines 3-29 and col. 24, lines 
26-47 and Fig. 4). 

[E] As per claim 8, Johnson et al. teaches a method wherein the step of calculating estimated 
total co-payment amounts further includes a step of requesting the user to provide estimates of a 
number of doctor visits, a number of hospital visits and a number of prescriptions filled (Johnson 
et al.; col. 10, lines 15-29 and col. 12, lines 10-25 and Fig. 4). 

[F] As per claim 9, Johnson et al. teaches a method further including a step of displaying the 
rating for each of the plurality of attributes for at least two health plans from the plurality of 
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available health plans (Johnson et al.; col. 1 1, lines 56-61). 

[G] As per claim 10, Johnson et al. teaches a method further including a step of providing 
online enrollment for a plan from the plurality of available health plans (Johnson et al.; col. 8, 
lines 6-19 and col. 24, lines 42-49). 

[H] As per claim 20, Johnson et al. teaches a method (system - see claim objections above) 
wherein the scoring rules include: a. assigning each health plan a starting score (Johnson et al.; 
col. 17, lines 23-60), b. for each attribute having a below average relative importance, 
maintaining the score of each health plan for the attribute (Johnson et al.; col. 17, lines 1-60), c. 
for each attribute having an average relative importance i. increasing by a first determined 
amount the score of each health plan having a rating of above average for the attribute (Johnson 
et al.; col. 13, lines 44-62 and col. 17, lines 24-60), ii. maintaining the score of each health plan 
having a rating of average for the attribute (Johnson et al.; col. 13, lines 44-62 and col. 17, lines 
24-60), and iii. decreasing by a second determined amount the score of each health plan having a 
rating of below average for the attribute (Johnson et al.; col. 13, lines 44-62 and col. 17, lines 24- 
60); and d. for each attribute having an above average relative importance, i. maintaining the 
score of each health plan having a rating of above average for the attribute (Johnson et al.; col. 
13, lines 44-62 and col. 17, lines 24-60), ii. decreasing by a third determined amount the score of 
each health plan having a rating of average for the attribute (Johnson et al.; col. 13, lines 44-62 
and col. 17, lines 24-60), and iii. decreasing by a fourth determined amount the score of each 
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health plan having a rating of below average for the attribute (Johnson et al.; col. 13, lines 44-62 
and col. 17, lines 24-60 *see analysis claim 4). 

[i] Regarding claims 5-10 and 20, the obviousness as discussed vnth regard to claim 4 above 
is applicable to claims 5-10 and 20 and are herein incorporated by reference. 

[5] Claims 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson et 
ah in view of Wizig (United States Patent #6,735,569). 

[A] As per claim 1 1 , the teachings of Johnson et al. are directed to assisting a user in making 
an optimal selection of a variety of products and services from a number of potential options 
(Johnson et al.; Abstract and col. 2, lines 32-59). Specifically, Johnson et al. teaches a. providing 
a rating for each of a plurality of attributes for each service/product of the plurality of available 
service/product (Johnson et al.; col. 5, lines 36-45, col. 9, lines 14-19, and col. 17, lines 42-60); 
b. determining the relative importance of each of the plurality of attributes to the user (Johsnon et 
al.; col. 10, lines 3-10 and lines 30-56); and c. computing a score for each service/product of the 
plurality of available services/products based on the relative importance of each of the plurality 
of attributes to the user in comparison to the rating for each of the plurality of attributes of each 
service/product of the plurality of available services/products (Johnson et al.; col. 11, lines 37-61 
and Fig. 3), said score being computed according to scoring rules (Johnson et al.; col. 11, lines 
37-61 and col. 13, lines 44-67). 
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[i] Although Johnson et aL, teaches that the Johnson invention is designed to assist 
consumers in making decisions regarding a number of product/services (Johnson et al.; col. 5, 
lines 59-62), the exemplary embodiment taught by Johnson et al. is directed to the selection of 
health plans by consumers (Johnson et al.; col. 5, lines 37-39). Johnson et al. fails to specifically 
teach applying the invention to consumer selection of a health care provider. 

[ii] However, Wizig teaches a method for facilitating a user*s selection of a health care 
provider from a plurality of available health care providers (Wizig; col. 13, lines 42-65). 

[iii] It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the teachings of Johnson et al. with those of Wizig. Such 
combination would have resulted in a system/method that requires a user to go through a series 
of choices to assist the user in identifying attributes of products/services that are of importance to 
the user, and further, to assist the user in quantifying the relative importance of a number of 
product/service attributes to determine the product/service package that best suits the user 
(Johnson et al.; col. 2, lines 32-59). Such a system/method would have been suitable for assisting 
consumers in choosing health plans but would have been developed to be generic/flexible 
enough to be applied to any complex decision (Johnson et al.; col. 5, lines 59-62). For example, 
such a system/method would have been capable of assisting a user in the selection of a health 
care provider by searching databases available on other systems such as a physician background 
database and a referral database, and according to relevant criteria such as the physician's 
distance from the user, value, price or hospital affiliation (Wizig; col. 13, lines 55-65). The 
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motivation to combine the teachings would have been to empower individuals as consumers in 
contracting for the healthcare services that they need, from the healthcare providers they prefer, 
and at a price that is within their financial restraints (Wizig; col. 2, lines 45-59). 



[B] Claims 12-16 differ from method claims 2-6 in that claims 2-6 are directed to assisting a 
user in the selection of a health plan while claims 12-16 are directed to assisting a user in the 
selection of a health care provider. As per this element, Wizig teaches a system/method that 
enables a user to select the health care provider they prefer by analyzing criteria such as the 
physician's distance from the user, value, price or hospital affiliation (Wizig; col. 13, lines 55- 
65). 



[i] The remainder of claims 12-16 repeat the same limitations of method claims 2-6, and are 
therefore rejected in view of Johnson et al. for the same reasons given for those claims. 

[ii] Further, regarding claims 12-16, the obviousness and motivation to combine as discussed 
with regard to claim 1 1 above are applicable to claims 12-16 and are herein incorporated by 
reference. 
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Conclusion 

[6] The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Debruin-Ashton, PERSONALIZED HEALTH CARE PROVIDER DIRECTORY, United States 
Patent #6,014,629 

Henley, METHOD AND SYSTEM FOR PROVISION AND ACQUISITION OF MEDICAL 
SERVICES AND PRODUCTS, United States Patent Application Publication #2002/0065758 

Bianco et al., ELECTRONIC PATIENT HEALTHCARE SYSTEM AND METHOD, United 
States Patent Application Publication #2002/0082865 

Bonin et al., SYSTEM AND METHOD FOR SELECTION OF A PRIMARY CARE 
PHYSICIAN, United States Patent Application Publication #2002/01 16223 

Chishti et al., METHOD AND SYSTEM FOR DISTRIBUTING PATIENT REFERRALS, 
United States Patent Application Publication #2002/0133386. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert D. Rines whose telephone number is 571-272-5585. The 
examiner can normally be reached on 8:30am - 5:00pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toil-free). 



RDR 





C. LUKE GILlTGAN 
PATENT EXAMINER 



